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Opi ni on by Hanak, Adm nistrative Trademark Judge:

On August 27, 1997 applicant’s predecessor filed an
application seeking to register the mark PRI MERA DE
NI CARAGUA for “cigars made from N caraguan tobacco.”
Applicant’s predecessor clainmed a first use date of My
1995, and a first use date “in comerce anong the several
states” of May 1995.

Utimately, the Exam ning Attorney refused registration
pursuant to Section 2(e)(2) of the Trademark Act on the
basis that applicant’s mark is primarily geographically

descriptive of applicant’s goods.
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When the refusal to register was nmade final, applicant
appealed to this Board. Applicant and the Exam ning
Attorney filed briefs and were present at a hearing held on
March 27, 2001.

The facts in this case are not in serious dispute.
Applicant’s cigars are made in N caragua. N caragua is the
nane of a country which is neither renote nor obscure.

Mor eover, the Exam ning Attorney has made of record evidence
denonstrating that other conpani es manufacture Ni caraguan
ci gars.

However, the issue before us is not whether the
NI CARAGUA portion of applicant’s mark is primarily
geographically descriptive. Rather the issue is whether the
mark in its entirety (PRIMERA DE Nl CARAGUA) is primarily
geogr aphi cal Iy descriptive.

As a general rule, the addition of descriptive
termnology to a word which is primarily geographically
descriptive results in a conposite which is still primarily

geographically descriptive. In re California Pizza Kitchen,

10 USPQ2d 1704, 1705 (TTAB 1988). Thus, the issue in this
case is essentially whether the term nol ogy PRIMERA DE is
nerely descriptive of applicant’s cigars. In making this
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determ nation, we are guided by the proposition that “marks
that are nerely laudatory” are generally regarded as being

descriptive. 2 J. MCarthy, MCarthy on Trademarks and

Unfair Conpetition Section 11:17 at page 11-21 (4th ed.

2000) (enphasi s added) .

In arguing that PRIMERA DE is at nobst suggestive, and
not descriptive, of its goods, applicant nmakes three
argunments. First, applicant notes that it now owns
Regi stration No. 2,134,797 for the mark LA PRI MERA for
cigars. In this registration there is a statenent that LA
PRIMERA is translated into English as “the first.” Second,
applicant relies upon the affidavit of its predecessor in
interest (Benjam n Gonez) who states in paragraph one that
the translation of the trademark PRI MERA DE NI CARAGUA i s
“first of Nicaragua.” Finally, applicant notes that the
Exam ning Attorney is in agreenent that the primry
transl ation of the mark PRI MERA DE NI CARAGUA is indeed the
“first of Nicaragua.” The Exam ning Attorney nerely goes on
to argue that a secondary translation of the mark is the
“best of N caragua.” (Examning Attorney’s brief page 2).

If the primary neaning of the Spanish word “prinera”
was i ndeed the “best,” then we would find that this is a
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nerely laudatory term and hence was descriptive. However,
there appears to be no dispute that the primary definition
of the Spanish word “prinera” is not the “best,” but rather
the “first.” 1In determning whether a termis nerely

| audat ory and hence descriptive, or instead is only sonewhat
| audat ory and hence just suggestive, very fine distinctions
have to be made. However, based upon this record, we find
that the primary translation of “primera” is not nerely

| audat ory, and hence is at nost highly suggestive.

Accordingly, we find that applicant’s mark PRI MERA DE
Nl CARAGUA in its entirety is not primarily geographically
descriptive. O course, the N CARAGUA portion of
applicant’s mark is clearly primarily geographically
descriptive, and nust be disclained. At the oral hearing,
counsel for applicant advised us that applicant would be
willing to disclaimthe NI CARAGUA portion of this mark.
Accordingly, applicant will be allowed 30 days in which to
subm t such a disclainer.

Two final points nerit discussion. First, in view of
our determnation that applicant’s mark in its entirety is
not primarily geographically descriptive, we need not
consider the sufficiency of applicant’s claimof acquired
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di stinctiveness pursuant to Section 2(f) of the Trademark
Act .

Second, we would be remss if we did not note that just
a few years ago this Board found that the mark HAVANA PRI MO
was primarily geographically deceptively m sdescriptive for

rumnot made in Havana. |In re Bacardi & Co. Ltd., 48 USPQ2d

1031 (TTAB 1997). However, in that case the word in
question was not “prinera,” but rather was “prino.”
Moreover, in the Bacardi case, the only definition of the
word “prinmp” was “slang a. first-class, b. highly val uable
or nost essential.” Bacardi, 48 USPQd at 1034, footnote
10. CQbviously, based upon the foregoing definitions, the
slang term“prinmp” was clearly nerely | audatory.

Decision: The refusal to register is reversed
provided that within 30 days of the issuance of this opinion
applicant submts a paper disclaimng exclusive rights to

t he NI CARAGUA portion of its mark.



